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2019 USPTO Examination Guide 1-19

Federal Trademark Considerations for 
Cannabis/CBD Goods and Services

By Michelle Gallagher and Kara Thorvaldsen
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n Trademark filings related to 

cannabis and cannabidiol (CBD) 

in the United States Patent and 

Trademark Office (USPTO) have 
experienced tsunami- like growth over the 
course of multiple years due to a combina-
tion of factors, including the dramatic rise 
of states formally legalizing cannabis goods 
and services, and a greater understand-
ing of the many products and services that 
have beneficial utility with cannabis/CBD 
ingredients.

On the federal level, full legalization 
remains elusive, but there is a steady march 
toward allowance of certain goods and 
services in the general field of cannabis, 
as additional research is conducted over-
all on the potential impact cannabis/CBD-
derived ingredients may have in certain 
uses. The most recent federal law to address 
potential legal uses of cannabis/CBD-
derived goods is the Agriculture Improve-
ment Act of 2018, colloquially known as 
the 2018 Farm Bill. Signed into law on 
December 20, 2018, the 2018 Farm Bill for-
mally acknowledges that hemp, defined as 
the plant “Cannabis sativa L. and any part 
of that plant, including the seeds thereof 
and all derivatives, extracts, cannabinoids, 
isomers, acids, salts, and salts of isomers, 
whether growing or not, with a delta-9 tet-
rahydrocannabinol [THC] concentration of 
not more than 0.3 percent on a dry weight 
basis,” is removed from the Controlled Sub-
stances Act (CSA) definition of marijuana. 
The impact of removing hemp (with these 
precise terms) from the CSA definition of 
marijuana is that it becomes legal under 
federal law.

USPTO Examination Guide 1−19
With newly legal product definitions to 
address and a vast sea of pending appli-
cations in the field of cannabis on file at 
the USPTO, the USPTO issued Exami-
nation Guide 1-19 (the Guide) to provide 
some guidance and clarity on the exami-
nation of marks used to identify cannabis 
and cannabis- related goods and services 
in light of changes to federal law enacted 
through the 2018 Farm Bill.

In terms of providing guidance, the 
Guide plainly acknowledges the change 
in legal status of hemp and hemp-derived 
products under the 2018 Farm Bill. The 
Guide also affirms the USPTO’s position 
that it will not allow the federal regis-
tration of trademarks or service marks 
for use in connection with goods and/or 

services that are not lawful under federal 
law, even if the goods and/or services are 
lawful under some state laws. See Exam 
Guide 1-19 Introduction; see also Trade-
mark Manual of Examining Procedure 
(TMEP) Section 907.

In terms of providing clarity however, 
the Guide leaves room for interpreta-
tion. The Guide does shed light on how 
the USPTO will treat an applicant’s fed-
eral trademark application, depending 
on (1)  when the applicant filed, (2)  the 
goods and services recited in the applica-
tion, and (3) the current or intended scope 
of use of the mark. However, there is still 
some gray area. A thorough understand-
ing of what an applicant can and cannot 
do in the context of the Guide and gen-
eral USPTO rules helps to address the 
gray space.

For cannabis marks, the following fac-
tors must be considered in light of the 
Guide.

Are the Goods Derived from “Hemp” 
and Otherwise Federally Lawful?
For applications that identify goods encom-
passing cannabis/CBD filed on or after the 
enactment of the 2018 Farm Bill, the Guide 
indicates that the CSA may be removed as a 
ground for refusal if the goods are derived 
from hemp (i.e., Cannabis sativa L. with no 
more than 0.3 percent THC on a dry weight 
basis). Accordingly, if the goods contain 
cannabis or CBD derived from marijuana 
(i.e., Cannabis sativa L. with more than 0.3 
percent THC on a dry weight basis), then the 
goods are still unlawful under the CSA and 
the application will be refused.

It should be noted that cannabis/CBD 
goods that are not compliant with the Fed-
eral Food, Drug and Cosmetic Act (FDCA) 
and other federal laws and regulations 
still may not be allowed registration in the 
USPTO despite the enactment of the 2018 
Farm Bill. Specifically, the Guide states that 
“the use in foods or dietary supplements of 
a drug or substance undergoing clinical in-
vestigations without approval of the U.S. 
Food and Drug Administration (FDA) vio-
lates the FDCA.” The 2018 Farm Bill explic-
itly preserves the FDA’s regulatory authority 
in the context of goods containing cannabis 
and CBD. Accordingly, “foods, beverages, 
dietary supplements, or pet treats contain-
ing CBD will still be refused as unlawful un-
der the FDCA, even if derived from hemp, 
as such goods may not be introduced law-
fully into interstate commerce.” See Exam-
ination Guide 1-19 Section II.

One must ask, are my goods (in use or 
intended to be put into use) above or 
below the 0.3 percent THC dividing line? 
Are my hemp-derived goods also foods, 
beverages, dietary supplements, pet 
treats, or other products that fall under 
scrutiny by the FDA? The answers will 
inevitably impact an applicant’s abil-
ity to obtain registration in the USPTO.

Is an Amendment of the 
Identification Needed?
Under the Guide, the Identification (ID) 
must specify that the hemp-derived goods 
contain no more than 0.3 percent THC on 
a dry-weight basis to be allowed to con-
tinue in the registration process. Pursuant 
to Trademark Manual of Examining Pro-
cedure (TMEP) Section 1402.07(b), allow-
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https://tmep.uspto.gov/RDMS/TMEP/current#/result/TMEP-1400d1e2475.html?q=amendment&ccb=on&ncb=off&icb=off&fcb=off&ver=current&syn=adj&results=compact&sort=relevance&cnt=10&index=3
https://tmep.uspto.gov/RDMS/TMEP/current#/result/TMEP-1400d1e2475.html?q=amendment&ccb=on&ncb=off&icb=off&fcb=off&ver=current&syn=adj&results=compact&sort=relevance&cnt=10&index=3
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ance of amendments to the ID have been a 
standard practice in the USPTO, provided 
the ID amendment does not go beyond the 
scope of the original ID language as filed, 
and it is otherwise sufficiently definite. 
https://tmep.uspto.gov.

For example, TMEP Section 1402.07(b) 
specifically states:

An applicant may amend an ambiguous 
identification of goods or services (i.e., 
an Identification that fails to indicate 
a type of goods or services) in order to 
specify definite goods or services within 
the scope of the indefinite terminology.

Example: “Food” is indefinite, and may 
be amended to “fresh fruit” (Class 31), or 
“processed fruit” (Class 29), or “dog food” 
(Class 31). However, “food” may not be 
amended to “whiskey” (Class 33).

Example: “Metallic parts” is indef-
inite, and may be amended to “metal 
threaded fasteners” (Class 6), or 
“machine parts, namely, metal ground-
ing bushings” (Class 7). However, 
“metallic parts” may not be amended to 
“metal chairs” (Class 20).
In the context of the examination of can-

nabis goods, under the Guide, theoretically, 
an applicant who filed after December 20, 
2018, should be compliant with USPTO pol-
icy if it amends its ID from “X goods” to “X 
goods derived from industrial hemp with 
a THC concentration of not more than 0.3 
percent on a dry weight basis.” If “X goods” 
were sufficiently definite under USPTO 
practice to start, but the nature, volume, 
and/or existence of the cannabis or CBD 
ingredients in the goods were ambiguous, 
then simply allowing an amendment such 
as “derived from industrial hemp with a 
THC concentration of not more than 0.3 
percent on a dry weight basis” should be 
acceptable under USPTO practice, provided 
the goods are also in compliance with the 
FDCA and other federal laws.

Furthermore, if an applicant who filed af-
ter December 20, 2018, filed on the basis of 
“intent to use” (ITU) with a broader scope 
of goods that still adheres to the USPTO ID 
Manual guidelines for sufficient definite-
ness, one might argue that an ID amend-
ment is not needed at all. Note, however, 
that if an ITU application has successfully 
passed through examination, and a Notice 
of Allowance (NOA) has issued, the USPTO 

will examine product packaging materials 
at the time of submission of the Statement 
of Use for compliance with USPTO require-
ments and federal law, and if the product 
materials illustrate any form of THC con-
tent, a new round of refusals and/or requests 
for information will likely occur to ensure 
there is compliance with the Guide.

It is important to carefully consider the 
scope of the goods, and timeline for the 
introduction of the goods under the 
proposed mark into the marketplace, to 
assess the optimal filing and prosecu-
tion strategy.

Is an Amendment of the Application 
Filing Date/Filing Basis Needed?
In line with the ID amendment option, the 
Guide also allows the applicant who filed 
before December 20, 2018, to amend its 
filing date to December 20, 2018 (the 2018 
Farm Bill Date), and its filing basis to “in-
tent to use” if the as-filed basis was “use in 
commerce.” The rationale for the option to 
amend is based on the lawful/unlawful di-
vide that stems from the 2018 Farm Bill—
prior to December 20, 2018, the cannabis/
CBD goods were most likely unlawful, but 
after December 20, 2018, the cannabis/CBD 
goods could be lawful if they contain no 
more than .03 percent THC concentration 
on a dry weight basis, provided they also 
comply with all other federal laws.

In trademark practice, the filing date is 
critical. Typically, an applicant would pre-
fer not to amend its filing date to a later 
date if it can be avoided. Having priority in 
the USPTO could save lots of time, effort, 
and resources in (1)  responding to Office 
Actions, (2)  filing an opposition against 
an applicant with an earlier filing date but 
later use of a conflicting mark, or (3) nego-
tiating a coexistence agreement. Addition-
ally, the U.S. filing date can directly impact 
foreign filing priority in certain instances. 
Bottom line: an applicant should keep its 
early filing date if possible.

The Guide, however, indicates that the 
amendments of the filing date and filing 
basis are needed here because the canna-
bis goods, or intended cannabis goods, 
were not lawful before the enactment of the 
2018 Farm Bill. Lawful use and/or a bona 
fide intent to use the mark lawfully in com-
merce are prerequisites for registration.

Weighing relevant factors, an applicant 
may wish to file a new application with the 
appropriate “.03 percent THC…” language 
in the ID in the wake of the 2018 Farm Bill, 
and keep its broader application(s) on file 
to preserve priority until the new applica-
tion is examined and approved. An alter-
nate approach is to conduct a thorough 
search before amending the filing date of 
the pending application, and allow the fil-
ing date amendment if it appears there 
are no conflicting marks that pre-date the 
2018 Farm Bill date. A third approach is to 
file application(s) that cover related legal 
cannabis- focused services (i.e., “providing 
information…”) while the application cov-
ering cannabis/CBD goods goes through 
examination.

In the first strategy, the applicant pre-
serves priority in the USPTO for the mark 
in the context of related goods while mov-
ing forward with the new application with a 
similar yet narrower scope. Note, however, 
that if the applicant’s earlier-filed applica-
tion already explicitly referenced “canna-
bis” goods in the ID, there is no option to 
amend to a broader scope under USPTO 
practice. See TMEP Section 1505.02. In the 
second strategy, the applicant avoids incur-
ring new filing fees and may obtain regis-
tration more quickly, but there is still risk. 
In the third strategy, the applicant may be 
able to secure registration for the core mark 
in the context of related services, while 
working to secure registration for the can-
nabis/CBD goods, under the requirements 
of the Guide. Due to the many factors to 
consider, a careful strategy to preserve 
both scope and priority is recommended 
from the start.

While amendment of a filing date is usu-
ally not the preferred approach, an appli-
cant’s best strategy will depend on its 
specific facts, and there is no “one size 
fits all” strategy.

What Is the Scope of Goods and 
Services Offered? USPTO Treatment 
of Cannabis/CBD-Related Services
The Guide also affirms the USPTO’s posi-
tion that the services of manufacturing, 
distributing, dispensing, or possessing 
cannabis that meet the definition of mar-
ijuana, among others, are still federally 
banned under the CSA. Therefore, the 

https://tmep.uspto.gov
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identify services not in compliance with 
the CSA. Again, “.03 percent THC on a dry 
weight basis” is the crucial threshold, per 
the 2018 Farm Bill.

Additionally, if the application recites 
services that involve the cultivation or 
production of “hemp” within the mean-
ing of the 2018 Farm Bill, the applicant 
also will be required to respond to requests 
for information from the assigned exam-
ining attorney on the nature of the appli-
cant’s authorization to produce hemp. The 
2018 Farm Bill requires hemp to be pro-
duced under license or authorization by 
a state, territory, or tribal government in 
accordance with a plan approved by the 
U.S. Department of Agriculture (USDA) 
for the commercial production of hemp. 
The USDA has not yet promulgated regu-
lations, created its own hemp- production 
plan or approved any state or tribal hemp- 
production plans, but it appears that the 
USPTO will recognize the “grandfather-
ing” language contained in the 2018 Farm 
Bill, which permits continued production 
by state- authorized programs following the 
2014 Farm Bill.

Conclusion
The most recent Guide from the USPTO 
illustrates the highly factual scrutiny that 
every cannabis brand will undergo before 
receiving federal registration. Now more 
than ever, it is critical to execute early and 
efficient strategies to maximize the protec-
tion of brands for cannabis- related goods 
and services in the evolving legal landscape 
surrounding cannabis. 


